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REMARK S 

Applicant notes with appreciation the telephone interview courteously afforded 
the undersigned counsel for the Applicant on March 10, 2004. The above 
amendment to claim 1 was proposed at the interview, and arguments were 
presented as to why claim 1, even without the inclusion of the claim element of a 
cooling device component, is not disclosed or suggested in the Sellers et al. 
reference. In the Interview the Examiner agreed, subject to obtaining the approval of 
her supervisor, that such an amendment would not raise new issues requiring further 
searching or consideration, since the amendment deletes an element from claim 1, 
rather than adding anything thereto. The Examiner reserved making a judgment as 
to the allowability of the claims amended in this form until reviewing Applicant's 
written response. 

In view of the removal of the "cooling device component" from Independent 
claim 1, this claim element has been included in claim 3 to provide proper 
antecedent basis. Claim 3 also provides the necessary structural interrelationship 
between the cooling device component and the electrical conductor, by stating that 
the cooling device component cools a second section of the electrical conductor. 

In the Office Action dated December 30, 2003, claims 1-8. 10 and 13 were 
rejected under 35 U.S.C. S 1 02(e) as being anticipated by Sellers et a,. ,n the 
interview, the undersigned counsel stated that claim 1 had been specifical.y 
amended in the Amendment accompanying the filing of the RCE to require a non- 
resinous heat insulator disposed between at least one section of the conductor and 
the carrier structure. In the interview, counsel stated that the December 30, 2004 
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Office Action did not specifically identify a component of the Seller, et al. apparatus 
which the Examiner considers to be such a non-resinous insulator. 

in the interview, the Examiner stated the citation of the passage in Sellers et 
al. at column 4. .ines 25-44 was intended to convey that the Examiner considers the 
water flowing in the cooling system disclosed in the Sel.ers et al. reference as being 
a non-resinous insulator. The Examiner stated this interpretation was justified 
because of the lack, in the Examiner's opinion, of a suitably claimed structural 
relationship between the cooling device component and the non-resinous heat 
insulator in the language of claim 1- as it existed at the time the final rejection was 
rendered. In the interview, counsel stated on behalf of the Applicant that the 
inclusion of a cooling device component in the subject matter of claim 1 is not 
essential to the operation or the patentability of the subject matter of that daim. The 
important feature in support of patentability is to employ a nonlresinous heat 
insulator to avoid damage to the ca 5 t resin material that forms the carrier structure 
for the electrical conductor, due to the heat generated by the electrical conductor 
during operation thereof. As also discussed in the interview. Applicant submits that a 
person of ordinary skill in the art would not consider the flowing water in.the Sellers 
et al. system as forming an "insulator- as that term is commonly understood by those 
of ordinary skill in the art. Moreover, the system disclosed in the Sellers et al. 
reference is an example of systems of the type described in the introductory portion 
of the present specification wherein water cooling has been demonstrated not to be 
sufficient for avoiding damage to the cast resin material in which the gradient coil 
conductors are held. 
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Applicant is using the term "insulator in the claims of the present application 
in accordance with its ordinary dictionary meaning. Appiicant recognizes that the 
Examiner is required to give all terms In a patent claim their broadest reasonable 
interpretation, however, this does not permit the Examiner to employ an 
interpretation or definition that is at odds with the definition that is common.y 
understood by those of ordinary skill in the relevant technology. 

In support of this position, Applicant submits herewith an excerpt from the 
McGraw-Hill Dictionary of Scientific and Technical Terms providing definitions for 
"insulation" and "insulator." The term "insulation" is defined as material that retards 
the passage of heat and sound and an "insulator" is defined as a material that is a 
poor conductor of heat, sound or electricity. 

The water flowing in the cooling system in the Sellers et al. reference is used 
to carry away heat that is generated during the operation of gradient coils. In order 
to perform this function, water cannot be considered to be an insulating material, 
since it must be capable of sufficiently absorbing (conducting) heat in order to be 
able to carry it away. An insulator, in the thermal context, is considered to be a 
material that precludes, as much as possible, the flow of heat from point A to point B. 
The flowing water in the Sellers et ai. system unquestionably precludes the build-up 
of heat within the gradient coil system, but it does not prevent the flow of heat, and in 
fact preserving heat flow is essential to the Intended operation of the Sellers et al. 
system. If any component in the Seiiers et ai. system prevented or reduced heat 
flow, this would render the cooling system ineffective, or at least much more 



inefficient. 
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This situation can be analogized to the metal fins that are commonly applied 
to integrated circuit components to allow dissipation of the heat generated within the 
integrated circuit during operation thereof to the ambient atmosphere. In order to 
perform their intended function, such fins usual.y are composed of a metal having 
high heat transfer capabilities, such as aluminum. No person of ordinary ski,, fn the 
art would consider such fins to be an "insulator- even though they are serving the 
purpose of carrying away heat from the integrated, circuit An item that carries away 
heat can be considered to be a heat dissipater. but those of ordinary skill in the art 
certainly would not consider it to be a heat insulator. As noted above/most heat 
dissipaters are in fact composed of metal that is highly heat conductive, which is the 
complete opposite of an insulator. 

Moreover, since the Sellers et al. reference was used as an anticipating 
reference this means that, under numerous Federal Circuit decisions, it must "place 
the invention in the hands of the public." This means that a person of ordinary skill 
reading the Sellers et a,, reference, who has not had the benefit of reading the 
present disclosure, must already recognize, based on the content within the four 
corners of the Sellers et al. reference itself, that the flowing water is (alleged,y) an 
"insulator." Applicant respectfully submits the only reason why the Examiner has 
contended that the flowing water in the Sellers et al. reference is an ••insulator" is by 
first reading the present disclosure and claims, but this is the opposite of how patent 
claims must be interpreted, even with regard to the practice of giving all terms in a 
claim their broadest reasonable meaning. 

Moreover, since the Sellers et al. reference, as described in the present 
specification, exhibits the very problem which the subject matter of the present 
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invention overcomes, it clearly does not place the Invention in the hands of the public 
because it does not solve the problem. 

Moreover, as noted in Applicant's previous response the Sellers et al. 
reference refers only to the cooling system having "ducts" in the resin, and does not 
describe any hose or conduit for conducting the water through the cast resin gradient 
coil carrier. Based on the language of Sellers et al.. therefore, a person of ordinary 
skill in the art would assume that the water is simply flowing in "bare" channels in the 
cast resin carrier, by itself with no other components or material in those channels. 

All claims of the application are therefore submitted to be in condition for 
allowance. Entry of the present Amendment and reconsideration of the application 
are respectfully requested. 



Submitted by, a i „ 

SCHIFF. HARDIN LLP 
CUSTOMER NO. 26574 
Patent Department 
6600 Sears Tower 
233 South Wacker Drive 
Chicago, Illinois 60606 
Telephone: 312/258-5790 
Attorneys 1 for Applicant. 
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